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DETAILED ACTION 



1 . This action is responsive to communications: the application filed on 2/1 6/01 . 

2. Claims 1-27 are pending in the case. Claims 1, 18, 19. 21 are independent 
claims. 



3. Claim 26 is objected to because of the following informalities: the ";" for 
separating the elements in the group is not proper. It should be a comma. Appropriate 
correction is required. 

4. Claims 10 and 26 are objected to because of the following informalities: 

the language as ''chosen from the group comprising : a financial institution system ..." 
(claim 10, line 2) or "chosen from the group comprising : a bankruptcy database service, 
..." (claim 26, line 2) is not proper. As stated in MPEP 2173.05 (h): 
Alternative expressions are permitted if they present no uncertainty or ambiguity with respect to the 
question of scope or clarity of the claims. One acceptable form of alternative expression, which is 
commonly referred to as a Markush group, recites members as being " selected from the group consisting 
of A. B and C ." See Ex parte Markush, 1925 CD. 126 (Comm'r Pat 1925). Ex parte Markush sanctions 
claiming a genus expressed as a group consisting of certain specified materials. Inventions in metallurgy, 
refractories, ceramics, pharmacy, pharmacology and biology are most frequently claimed under the 
Markush formula but purely mechanical features or process steps may also be claimed by using the 
Markush style of claiming. See Ex parte Head, 214 USPQ 551 (Bd. App. 1981); In re Gaubert. 524 F.2d 
1222, 187 USPQ 664 (CCPA 1975); and In re Harnisch. 631 F.2d 716. 206 USPQ 300 (CCPA 1980). It is 
improper to use the term "comprising" instead of "consisting of." Ex parte Dotter, 12 USPQ 382 (Bd. App. 
1931). 



Claim Objections 
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Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 3, 8, 10-13. 15, 17-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Rothman et al. (US 2002/0072984 A1. 6/13/02. filed 12/13/00. priority 
6/1/00). 

Regarding independent claim 1 , Rothman discloses: 

- a hub system (figure 1 : the seller central server) 

- a drafting entity system for preparing a legal document and communicating the 
legal document to the hub system (figure 1 , [0007]: at the remote terminal, a user 
makes a purchase order, which means prepares a purchase order, and send it to 
the seller central server ; a purchase order is a legal document since it is a 
contract between the buyer and the seller; the terminal system has the preparing 
feature, thus is considered equivalent to the drafting entity system as claimed) 

- setting a geographic area within which an actor entity will receive the legal 
document ([0007], [0008]: the geographic area where there are retailers having 
available product for the purchase order is identified by the seller central server 
inherently shows that a geography area within which a retailer receiving the order 



Application/Control Number: 09/784,683 Page 4 

Art Unit: 2178 

is set; [0102]: transmitting the product order to one of the retailers in a 
geographic area indicates that the retailer is the one who receives the product 
order in said geographic area) 

- determining the existence of the actor entity within the geographic area ([0007], 
[0008]: identifying the retailers in the geographic area having available product 
for the order shows determining the existence of the retailers in said geographic 
area) 

- a geographic area system including an area selector within which and an actor 
entity determinator (since the system Rothman has the capabilities of setting a 
geographic area within which an actor entity will receive the legal document and 
determining the existence of the actor entity within the geographic area, Rothman 
inherently includes a subsystem equivalent to the geographic area subsystem as 
claimed) 

- receiving the legal document from the hub system ([0102]: transmitting the 
product order to one of the retailers from the seller central server shows receiving 
the product order from the hub system) 

- an actor entity system, located within the geographic area, that receives the legal 
document from the hub system (the retailer system receiving the purchase order 
from the seller central server shows that the retailer system is an actor entity 
system) 
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Regarding claim 3. which is dependent on claim 1 , Rothman discloses setting the 
geographic area based on a distance from a location (figure 13: the distance - by miles - 
from a location - by zipcode; the geographic data with distance from a zipcode provided 
by user used for setting the geography area of a retailer, which is an actor entity). 

Regarding claim 8. which is dependent on claim 1 , Rothman discloses that the 
geographic area subsystem is part of the hub system ([0007]: the fact that the seller 
server can identify one or more retailers in the geographic location having an available 
product inherently shows that the seller central server has the capability of setting a 
geographic area within which an actor receiving a purchase order since identifying 
retailers is based on the defined geographic information. That means, the seller central 
server includes a subsystem for performing the setting the geographic location function. 
In other words, said subsystem is part of the seller central server, which is a hub 
system). 

Regarding claim 10, which is dependent on claim 1, Rothman discloses that the actor 
entity system is chosen from the group comprising: a financial institution system and a 
law enforcement agency system ([0039]: the fact that the network server may 
communicate with a third party payment processing se/verfor processing an online 
purchase order indicates that the payment processing server, which is a financial 
institution, is an actor entity who receives the purchase order for processing financially). 
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Regarding clainn 1 1, which is dependent on claim 1, Rothman discloses the hub system 
includes an input/output for communicating data to and from the actor entity system, 
and to and from the drafting entity system ([0055], [0056]: input/output devices for 
communicating from the seller central server to the user terminal where a purchase is 
prepared, and for communicating from the seller central server to the local distributor, 
which is a retailer, where the retailer is equivalent to an actor entity). 

Regarding claim 12, which is dependent on claim 1, Rothman discloses that the hub 
system includes a verification subsystem that checks data for completeness (figure 11, 
#1110-111 6: at the seller website, checking if the location data such as zip code, area 
code, or the like of the user is determined through the IP trace, if not, search internet 
service provider database for user IP information; since the location data is the data 
provided by the user, checking if location data is okay is considered as checking the 
completeness of the data). 

Regarding claim 13, which is dependent on claim 1, Rothman discloses the hub system 
includes an actor entity rule subsystem that checks the legal document based on rules 
of the actor entity system to receive the legal document ([0007], [0009], [0010]: the 
seller server identifies one or more retailers in the geographic location having an 
available product, where in said geographic location, the retailer receiving the order is 
responsible for a product sale; [0042]-[0043]: local retailers may register with the 
website in order to sell the product offered by the seller at one or more geographic 
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locations; the fact that the seller server identifies a retailer, who will receive the order, in 
a geographic location, based on the retailer registration's infomriation shows that the 
seller server in Rothman checks on the registration's information of a retailer, which is 
considered as rules, for the seller server to transmit the purchase order to the retailer, if 
there is no retailer's registration, the retailer in the geographic area can not receive the 
purchase order). 

Regarding claim 1 5. which is dependent on claim 1 , Rothman discloses that the hub 
system includes a search engine subsystem for accessing a service system outside the 
hub system {[0089], [0090], figures 14 and 15: the fact that Rothman displays the 
search results when the user accesses the web site of the seller server shows that the 
seller server, which is the hub system, includes the search engine system for 
performing the search function). 

Regarding claim 17, which is dependent on claim 1, Rothman does not explicitly 
disclose that the hub system includes a legal document type determinator ([0039]: the 
fact that when making the product order, the user specifies an online purchase or an 
offline purchase of the product shows that there are two types of product orders 
determined in the seller server that the user can specify one; in other words, the seller 
server includes a legal type determinator). 



Regarding independent claim 18, Rothman discloses: 
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- preparing a legal document on a first entity system (figure 1 , [0007]: at the 
remote terminal, a user makes a purchase order, equivalent to preparing a 
purchase order, which is a legal document) 

- setting a geographic area within which the legal document will be communicated 
([0007], [0008], [0102]: identifying a geographic area where there are retailers 
having available product for the product order shows that a geographic area 
within which the product order will be transmitted to a retailer is set) 

- communicating the legal document to a hub system ([0007]: the product order is 
sent to the seller central server) 

- communicating the legal document from the hub system to a second entity within 
the geographic area ([0007], [0008], [0102]: transmitting the product order from 
the seller central order to the retailer in an identified geographic area) 

Independent claim 19 is for a program product of method claim 18, and is rejected 
under the same rationale. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 2, 4. 9, 20-23. 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rothman et al. (US 2002/0072984 A1 . 6/13/02, filed 12/13/00, priority 
6/1/00). 

Regarding claim 2, which is dependent on claim 1 , Rothman does not explicitly disclose 
selecting a type of actor entity that will receive the legal document. 
However, Rothman does teach that the seller server will transmit the product order to 
the retailer for processing the order and providing the product to a customer {[0007], 
[0102]). Rothman further discloses that the seller server may communicate with a third 
party payment processing server such as a credit card or a bank to accomplish the 
payment [0039]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to have modified Rothman to incorporate selecting a type of actor 
entity that will receive the legal document since the fact that Rothman sends the order 
to either a retailer or a bank suggests that Rothman have a selection of a type of a 
receiver of a product order before sending it out for different purposes. 

Regarding claim 4, which is dependent on claim 3, Rothman discloses that wherein the 
location is an address (figure 13: the zip code is part of an address; [0037]: the fact that 
personal identification information including the geographic location such as zip code 
provided by users to the seller center suggests that the personal information may 
include the address containing zip code of the user). 
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Regarding claim 9, which is dependent on claim 1, Rothman does not explicitly disclose 

that the geographic area subsystem is part of the drafting entity system. 

However, Rothman does disclose that when making a purchase order, the user also 

selects the retailer in her/his area by selecting a geographic area (figure 13). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 

was made to have modified Rothman to incorporate the geographic area subsystem as 

part of the drafting entity system since selecting a geographic area as a part of making 

a purchase order suggests that the drafting entity system at the user terminal include 

the geographic area subsystem. 

Claim 20 is a program product of system claim 2, and is rejected under the same 
rationale. 

Regarding independent claim 21, Rothman discloses a system for: 

- preparing a legal document for use (figure 1 , [0007]: at the remote terminal, a 
user makes a purchase order, it is noted that a purchase order is a legal 
document since it is a contract between the buyer and the seller, and making a 
purchase order is considered as preparing said order; figure 9: the seller central 
server, which is equivalent to a hub system, provides the incomplete purchase 
order to a user terminal to prepare a purchase order when a user accesses the 
seller website) 
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- setting a geographic area within which an actor entity will receive the legal 
document ([0007], [0008]: the geographic area where there are retailers having 
available product for the order is identified by the seller server inherently shows 
that a geography area within which a retailer, which is an actor entity, receiving 
the order is set; [0102]: transmitting the product order to one of the retailers 
indicates that the retailer is the one who receives the product order) 

- determining the existence of an actor entity within the geographic area ([0007], 
[0008]: identifying the retailers in the geographic location having available 
product for the order shows determining of the existence of the retailers in said 
geographic area) 

- receiving the legal document from the hub system ([0102]: transmitting the 
product order to one of the retailers from the seller central server shows receiving 
the product order from the hub system) 

Rothman does not explicitly disclose selecting a legal document. Instead, Rothman 
discloses the user has to specify an online purchase order or an offline purchase order 
of the product ([0039]). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to have modified Rothman to incorporate 
selecting a legal document since specifying either an online purchase order or offline 
purchase order of the product suggests that a user select a specific purchase order, 
which is considered equivalent to selecting a legal document, for making the purchase 
order of a product. 




Application/Control Number: 09/784.683 Page 12 

Art Unit: 2178 

In addition, the seller central server, which is equivalent to a hub system, provides 
information for a user to prepare a purchase order when a user accesses the seller 
website (figure 9). There, the user has to select an online purchase order or an offline 
purchase order. The seller central server, therefore, includes a system equivalent to a 
document preparation system with selecting function and preparing function as claimed. 
Also, since the seller central server has the capability of setting a geographic area 
within which an actor entity will receive the legal document and the capability of 
determining the existence of an actor entity, the seller central server further includes a 
subsystem equivalent to a geographic area subsystem. Finally, the retailer system that 
receives the purchase order from the seller central server is the actor entity system 
located within the geographic area. 

Regarding claim 22, which is dependent on claim 21 . Rothman discloses that the hub 
system includes an input/output for communicating data to and from the actor entity 
system, and to and from the drafting entity system ([0055], [0056]: input/output devices 
for communicating from the seller central sen/er to the user terminal where a purchase 
is prepared, and for communicating from the seller central server to the local distributor, 
which is a retailer, where the retailer is equivalent to an actor entity). 

Regarding claim 23, which is dependent on claim 21, Rothman discloses the hub 
system includes an actor entity rule subsystem that checks the legal document based 
on rules of the actor entity system to receive the legal document ([0007], [0009]. [0010]: 
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the seller server identifies one or more retailers in the geographic location having an 
available product, where in said geographic location, the retailer receiving the order is 
responsible for a product sale; [0042]-[0043]: local retailers may register with the 
website in order to sell the product offered by the seller at one or more geographic 
locations; the fact that the seller server identifies a retailer, who will receive the order, in 
a geographic location, based on the retailer registration's information shows that the 
seller server in Rothman checks on the registration's information of a retailer, which is 
considered as rules, for the seller server to transmit the purchase order to the retailer, if 
there is no retailer's registration, the retailer in the geographic area can not receive the 
purchase order). 

Regarding claim 25, which is dependent on claim 21 , Rothman discloses that that the 
hub system includes a search engine subsystem for accessing a service system outside 
the hub system ([0089], [0090], figures 14 and 15: the fact that Rothman displays the 
search results when the user accesses the web site of the seller server shows that the 
seller server, which is the hub system, includes the search engine system for 
performing the search function). 

Regarding claim 26, which is dependent on claim 25. Rothman does not explicitly 
disclose that the at least one service system is chosen from the group comprising: a 
bankruptcy database service, a government employee database service, a real property 
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database service, a skip search database service, and a law enforcement official 
database service. 

Instead. Rothman discloses that the product order will be transmitted to the payment 
server such as the online credit card clearinghouses to accomplish a payment for the 
sale ([0039]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have modified Rothman to incorporate the bankruptcy database service 
since accomplishing the payment for sale at the online credit card clearinghouses 
suggests using the bankruptcy database service at the clearinghouse for checking the 
credit card of a user for the affordability for paying the purchase order. 

9. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rothman as applied to claim 1 above, and further in view of Cupps et al. (US Pat No. 
5.991,739. 11/23/99, filed 11/24/97). 

Regarding claim 5, which is dependent on claim 1, Rothman does not disclose that 
setting the geographic area based on at least one of a range of longitude and a range of 
latitude. 

Cupps discloses that a geographic area is specified by a geocode that represents a grid 
defined by longitude and latitude coordinates (col 6, lines 19-56, col 2, lines 51-61). 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Cupps into Rothman since Cupps teaches the geocode for 
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representing a grid defined by longitude and latitude coordinates thus motivating to 
incorporate into Rothman for further specifying a geographic area based on at least a 
range of longitude and a range of latitude instead of merely based on the address of the 
location. 

Regarding claim 6, which is dependent on claim 5, Rothman does not disclose that the 
at least on of a range of longitude and a range of latitude are set about a location. 
Cupps discloses the at least on of a range of longitude and a range of latitude are set 
about a location (col 6, lines 19-56: ".. the geocodes can be used to specify a 
geographic location anywhere within the globe ..."). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Cupps into Rothman for expanding the business all over 
the world via the online ordering system using geocodes for easily detecting a location 
in the world instead of limited identifying a location via a given address. 

Regarding claim 7, which is dependent on claim 6, Rothman does not disclose the 
location is an address. 

Cupps discloses the location is an address (col 6, lines 45-56: converting the address of 
each customer or vendor into its respective latitude and longitude coordinates). 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Cupps into Rothman since Cupps discloses that the 
location for setting a range of latitude or longitude is an address thus motivating to 
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incorporate into Rothman for setting a range of latitude or longitude of a location based 
on a specific address. 

10. Claims 14 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothman as applied to claims 1 and 21 above, and further in view of Horowitz (US 
Pat No. 6,643,797 B1, 1 1/4/03, filed 12/14/99). 

Regarding claim 14, which is dependent on claim 1 , Rothman does not disclose that the 
hub system includes a duplication subsystem that determines whether the legal 
document is a duplicate. 

Horowitz discloses determining whether a purchase order is a duplicate (col 1 , lines 10- 
23). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Horowitz into Rothman since Horowitz provides the ability 
of checking the duplication of the purchase order thus motivating to include into 
Rothman for effectively detecting errors due to duplicate data of the purchase orders in 
the seller system as well as eliminating the processes of the two copies of the same 
purchase order. 

Regarding claim 24, which is dependent on claim 21, Rothman does not disclose that 
the hub system includes a duplication subsystem that determines whether the legal 
document is a duplicate. 
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Horowitz discloses determines whether a purchase order is a duplicate (col 1 . lines 10- 
23). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Horowitz into Rothman since Horowitz provides the ability 
of checking the duplication of the purchase order thus motivating to include into 
Rothman for effectively detecting errors due to duplicate data of the purchase orders in 
the seller system. 

11. Claims 16 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothman as applied to claims 1 and 21 above, and further in view of Elgamal (US 
Pat No. 5.671.279, 9/23/97). 

Regarding claim 16, which is dependent on claim 1, Rothman does not disclose that the 
hub system includes an expiration system for monitoring expiration of the legal 
document. 

Elgamal discloses monitoring the expiration of the offer of the purchase order (col 9, 
lines 34-42). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Elgamal into Rothman since Elgamal discloses monitoring 
the expiration of the offer of the purchase order where the expiration of the offer of the 
purchase order is also the expiration of the purchase order thus motivating to 
incorporate into Rothman for elimimating the cases where the purchase orders are 
expired to clear unwanted data in the database of the seller center. 
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Regarding claim 27, which is dependent on claim 22, Rothman does not disclose that 
the hub system includes an expiration system for monitoring expiration of the legal 
document. 

Elgamal discloses monitoring the expiration of the offer of the purchase order (col 9, 
lines 34-42). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Elgamal into Rothman since Elgamal discloses monitoring 
the expiration of the offer of the purchase order where the expiration is applied for the 
offer as well as for the purchase order thus motivating to incorporate into Rothman for 
eliminating the cases where the purchase orders are expired to clear unwanted data in 
the database of the seller center. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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